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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 04 April 2001 . 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 34-54 is/are pending in the application. 

4a) Of the above claim(s) 50-54 is/are withdrawn from consideration. \ 

5) D Claim(s) is/are allowed. 1 

6) 13 Claim(s) 34-49 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)d All b)D Some*c)D None of; 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . < 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 

U.S. Patent and Trademark Office ~ ' 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 22 
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DETAILED ACTION 

Continued Prosecution Application 

The request filed on 4/4/01 for a Continued Prosecution Application (CPA) under 37 CFR 
1.53(d) based on parent Application No. 08/973,363 is acceptable and a CPA has been 
established. An action on the CPA follows. 

Claims 34-54 remain pending. Claims 50-54 were withdrawn from consideration in Paper 
No. 1 5 as being drawn to a non-elected invention. Claims 34-49 are under consideration in this 
Office Action. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

Claims 34-49 stand rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for isolated nucleotide sequences consisting of SEQ ID NOS: 
1, 2, 3, 4, 5, 10, 12, 13, or 15, does not reasonably provide enablement for any other nucleic acid. 
The specification does not enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention commensurate in scope with these 
claims for the reasons of record in Paper No. 18. 
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Applicant has no. ^ponded to this ground of rejection. 

The foUo^isaquotationofdto second P a BW hof35U.S.C.U2 : 

Claims36.41and44-47 

apphcantregatdsasthe — for treasons of record in Paper No. 1, 
Applicant has not responded to this ground of rejection. 

Claim Rejections ■ 35 USC§ 102 

A» r thU section made in this Office action: 
basis for the rejections under this section ma 

A oerson shall be entitled to a patent unless- 

•ssssssssssxssssbs^ 

. , ( , ( , r , 5U SCl02(b) a sbeingantici P atedbyDel m a Se tal 
Claims 36-47 stand rejected under 35 U.S.C. w«P) 

(1993), for the reasons of record in Paper No. 18. 

Applicant has notresponded to this ground objection. 



or 
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• j A ..mtisc 102(b) as being anticipated by random 
Claims 36-41 stand rejected under 35 U.S.C. «* 

* , ♦ r 1 1 81 in the 1990/1991 Promega Biological Research Products 
hexameric nucleic acids, product CI 181, m the 

Catalog, page 138, for the reasons of record in Paper No. 18. 

Applicant has not responded to this ground of rejection. 



Conclusion 

No claim is allowed. 

a-rl *--*^— — — ^ 

A Cr.ONISMADEFmALeve„U 1 ou g h i t iS a te .ao ti o n a fi e t *ef 1 . i n g u nto 37 

C F R 1 .53(d).A P p.io-i S -^dofd,eex MS ionof fa epoHc y a S se«for,h 1 n37 
CFR 1.136(a). 

• ^ fnr renlv to this final action is set to expire THREb 
A shortened statutory penod for reply to trus im 

MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 

^U^ond.ed.^ad^a.onismailed.andanye^onfeep— 
C^.n^-hecalcnla.dfromthem.lmsda.of^advisoryae.io, >n no events 
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action. 

PaperN0 . ,4. Aco.p.e.e^^W^— M " de — * 
pother appropriateacuon(37CFR ,,44)SeeMPEP , 82..01. 

e— )sho u 1 ^ai^»mc tari Sc to ,whose ttl ep ll o„e» 1 » ta i Sl 03-306.544 I . 
The examiner can normally be reached Monday through Friday between the hours of 6:20 AM 

u a «t 7(tt 305-6608 The FAX numbers for art unit 1632 
supervisor, Karen Hauda, can be reached at 703-305 6608. 

are 703-308-4242, and 703-305-3014. 

, ♦•„„ m the status of the application should be directed 
Inquiries of a general nature or relating to the status tne PP 

tothePatentMam^ 



Richard Schnizer, Ph.D. 




ROBERT A/efiWARTZMAN 
PRIM/wY EXAMINER 



